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DETAILED ACTION 

1 . This action is in response to the amendment received 5/8/2008. 

2. Claims 1-4, 6-10, 12, 13, 15, and 16 are pending in the application. Claims 1, 7, 13, and 
16 are independent claims. Claims 17-21 are new claims. 

3. Claims 1, 7, 13, 15, and 16 remain rejected under 35 U.S.C. 102(e) as being anticipated 
by Suzuki. 

Claim Objections 

4. Independent claims 1, 7, and 13, are objected to because of the vexatious language found 
in the claims. More specifically, the examiner finds the expression 'therewith corresponding to' 
confusing and believes it should be changed so the claim reads more clearly. Also, the phrase 
'replace therewith' is also similarly objected to. Finally, the phrase 'a document processing' 
seems to point to a process but it is not clear to the examiner. The Examiner suggests changing 
phrase to state 'produced through processing from another structured document'. The 
independent claims, as a whole, are difficult to interpret based upon the language found within 
each of the independent claims. Appropriate correction is suggested. 

Claim Rejections - 35 USC§112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



6. Claims 16, 17, and 18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In reference to independent claims 16, 17, and 18, the limitations include language which is 
contradictory in scope and cannot be regarded as cohesive steps as presently claimed. More 
specifically, the claims recite limitations that refer to 'alteration rules that sets a name of a 
second document structure definition to replace therewith and a name of a second document 
structure definition that is to be added, corresponding to the inconsistent element name'. The 
independent claims end with language stating 'dependent on whether the used second document 
structure definition is one to be added or one to replace therewith, respectively'. The last 
limitation seems to be directed to the previous step, however, the language is in the alternative 
and the prior limitation seems to be directed to both steps of 'replacing' and 'adding' occurring. 
The examiner is unsure as to what exactly is meant when the last limitation of the claims 
mentions 'depending on whether the used second document structure definition is one to be 
added or one to replace'. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

8. Claims 1, 6, 7, 12, 13, 15, 16-18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Suzuki et al., US Pat Pub. 2003/0093760 filed (11/12/2002). 

In reference to independent claim 1, Suzuki teaches: 
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'applying a document structure alteration rule, which is stored by storage means, to a 
first document structure definition written in a document structure definition language to 
express the structure of a structured document for the purpose of effecting conversion to 
generate a second document structure definition' (See Suzuki, page 3, 0044 through 0054). The 
reference discloses a conversion template contains description of an appropriate conversion rule 
based on interpreting a document type definition. In a document structure conversion process, 
the document structure of a structured document is converted according to the description of the 
conversion template in order to generate a new structured document (second structured 
document). 

'wherein said document structure alteration rule includes a replacement rule for 
setting a document structure element name that is to be replaced in accordance with an 
element name contained in a document structure definition targeted for application and/or an 
addition rule for setting a document structure definition element name that is to be added 
corresponding to an element name contained in a document structure definition targeted for 
application' (See Suzuki, Figures 4a, 4b, and page 3, 0050 through 0055). Figures 4a and 4b 
show the template rules as an example of description of the conversion template of this 
embodiment. The example corrects the contradiction shown in figure 2 and the structured 
document is outputted by a single conversion. Also, the template describes an extraction rule 
regarding specific elements found in the document. 

'conducting an inspection on an individual element name basis to determine whether 
said second document structure is consistent with a corresponding structured document (See 
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Suzuki, page 7, 0103 through 0108). The reference discloses a shaping process based on the 
document structure and analyzes document structure prior to performing shaping. 
In reference to dependent claim 6, Suzuki teaches: 

Figure 1 illustrates an example flow of a conventional document conversion process for 
the structured document which is described by XML. See page 1, 001 1 through 0014. 
In reference to claims 7, 12, 13, 15, 16, 17, and 18, the claims recite similar limitations as those 
found in the method claims numbered 1 and 6. Therefore, the claims are rejected under similar 
rationale. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 2, 3, 4, 8, 9, and 1019, 20, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Suzuki et al., US Pat. Pub. 2003/0093760 fded (11/12/2002) in view of 
Dickinson et al., US 7,260,724 fded (9/20/2000). 

In reference to dependent claim 2, Suzuki teaches: 

'wherein said replacement rule is applied to an element of said first document structure 
definition corresponding to an encrypted portion of said structured document for the purpose of 
effecting conversion to generate a corresponding document structure definition element' (See 
Suzuki, page 3, 0044 through 0054). The reference discloses a conversion template contains 



Application/Control Number: 1 0/785 ,4 1 0 Page 6 

Art Unit: 2178 

description of an appropriate conversion rule based on interpreting a document type definition. In 
a document structure conversion process, the document structure of a structured document is 
converted according to the description of the conversion template in order to generate a new 
structured document (second structured document). However, the reference fails to explicitly 
state the element corresponds to an encrypted portion of said structured document. Dickinson 
provides the transmission of encrypted portions of data through documents in a trusted network. 
It would have been obvious to one of ordinary skill in the art to have modified the document 
conversion methods as taught by Suzuki and included a specific type of document data such as 
encrypted data as it would have provided the elements taught by Suzuki with various types of 
data without varying from the reduction in time required for document conversion. 
In reference to dependent claims 3 and 4, the limitations reflect similar language for 
performing specific types of document structure element conversion as claimed in dependent 
claim 2. Therefore, the claims are rejected under similar rationale. 

In reference to claims 8, 9 and 10, 19, 20, and 21, the claims recite similar limitations to those 
found in the dependent claims numbered 1, 2, 3, and 4. Therefore, the claims are rejected under 
similar rationale. 

Response to Arguments 

11. Applicant's arguments with respect to claims 1-4, 6-10, 12, 13, 15, and 16 have been 
considered but are not persuasive. 

Applicant states on page 13 that Suzuki fails to describe or suggest a document structure 
inspection method that includes the step of applying a document structure alteration rule to a first 
document structure definition written in a document structure definition language to express the 
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structure of a structured document for the purpose of effecting conversion to generate a second 
document structure definition. The Examiner disagrees and points to the template rules as an 
example of description of the conversion template and how the example corrects the 
contradiction shown in figure 2. Also, the template describes an extraction rule regarding 
specific elements found in the document. As presently claimed, the language states a replace/add 
feature that fails to accurately state a difference between the two steps. The vexatious language 
found within the independent claim fails to provide concise steps within the invention and leaves 
the claim open to multiple interpretations. 

Furthermore, the applicant states on page 14, that Suzuki fails to describe or suggest a 
document structure inspection method comprising the step of conducting an inspection on an 
individual element name basis to determine whether a structured document which was produced 
through a document processing from another structured document is consistent by definition with 
said second document structure definition. However, as presently claimed, the language fails to 
preclude the examiner from utilizing the document conversion system that analyzes a first DTD 
and second DTD to extract the differences between the first DTD and the second DTD to provide 
a suggestion of applicant's claimed invention. The conversion template and the correction 
methods taught in the reference to Suzuki provide a generic but proficient example of the 
inspection methods as presently claimed. 

On page 17 and 18, applicant states that Suzuki fails to describe or suggest a document 
structure inspection method that includes steps of suspending the first inspection and switching 
the first inspection to the second inspection using the second document structure definition. The 
ambiguous language found within the claim and rejected based upon U.S.C. 1 12 2 nd paragraph 
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fails to accurately define the process of the 2 nd inspection. The process of utilizing template 
fules, correcting contradictions within the DTD's, and outputting a single conversion, suggests 
the method steps as presently claimed within independent claims 16, 17, and 18. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Ludwig whose telephone number is 571-272-4127. 
The examiner can normally be reached on 9:00am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Stephen S. Hong/ 

Supervisory Patent Examiner, Art Unit 
2178 
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